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Commissioner for Patents 

The previous response mailed on 29 September 2009 was in error, and has been vacated. 

The new ground of rejection raised by the Board does not reopen prosecution except as to that subject matter to which the new 
rejection was applied. If the Board's decision in which the rejection under 37 CFR 41.50(b) was made includes an affirmance of the 
examiner's rejection, the basis of the affirmed rejection is not open to further prosecution. If the appellant elects to proceed before the 
examiner with regard to the new rejection, the Board's affirmance of the examiner's rejection will be treated as nonfinal for purposes 
of seeking judicial review, and no request for reconsideration of the affirmance need be filed at that time. Prosecution before the 
examiner of the 37 CFR 41.50(b) rejection can incidentally result in overcoming the affirmed rejection even though the affirmed 
rejection is not open to further prosecution. Therefore, it is possible for the application to be allowed as a result of the limited 
prosecution before the examiner of the 37 CFR 41.50(b) rejection. 
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